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PETITION TO VACATE A FINAL REJECTION AS PREMATURE 



We request that the finality of the final rejection issued on July 2, 2007 for the above- 
mentioned application be withdrawn on the basis that the final rejection was prematurely 
issued. 



MPEP § 706.07(a) states that second or any subsequent actions on the merits shall be 
final, except where the examiner introduces a new ground of rejection that is neither 
necessitated by applicant's amendments of the claims nor based on information 
submitted in an information disclosure statement (IDS) filed during the period set forth in 
37 CFR 1.97(c) with the fee set forth in 37 CFR 1.17(p). It is submitted that the final 
rejection issued on July 2, 2007 contained new grounds of rejection that were not 
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necessitated by amendments or information in an IDS and tlius was premature. 
Specifically, the Examiner introduced new grounds of rejection when he changed his 
position regarding what elements described by the prior art satisfy the limitations of the 
rejected claims. In addition, the Examiner introduced a new ground when he changed 
an anticipation rejection to an obviousness rejection. 

The only two prior art references cited by the Examiner were US Patent No. 6,728,401 
(Hardeberg), hereinafter referred to as Hardeberg, and US Patent No. 5,748,764 
(Benati) hereinafter referred to as Benati. 

It is submitted that the Examiner introduced a new ground of rejection when he changed 
his position regarding what elements described by Hardeberg satisfy the "tophat 
operation" limitation of the independent claims. In the non-final rejection dated January 
4, 2007 the Examiner cited Figure 3; Column 8, Lines 24-49 of Hardeberg as disclosing 
a "tophat operation." The cited Figure and corresponding passages describe a 
morphological filtering operation. In the final rejection dated July 2, 2007 the Examiner 
cited Figure 2, Element 220; Column 3 Lines 63-67; Column 4, Lines 1-6 as disclosing a 
"tophat operation". The cited Figure and corresponding passages describe the process 
of defining a region of interest (ROI). 

Morphological filtering is described in Hardeberg as filtering done on the mask to 
eliminate noise components, smooth contours, fuse brakes, and fill gaps (Column 7, 
Lines 24-26). The mask is a color difference mask that Indicates the color difference of 
each pixel In the initial image/ROI relative to a red-eye artifact reference (Figure 3c). 
Defining a region of interest, on the other hand, is the process of selecting a portion of 
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the initial image that contains one or more artifacts. Clearly these are two very distinct 
processes. Accordingly a response distinguishing the present application from one 
process would not distinguish the present application from the other process. In the 
present case, the applicant argued that the morphological filtering described by 
Hardeberg could not correspond to the tophat operation recited by claim 1. Apparently, 
these submissions were persuasive, as the Examiner changed his position, instead 
alleging that the step of defining the region of interest corresponds to the tophat 
operation. However, based on the position the Examiner took in the non-final rejection, 
there is no way the applicant could have anticipated that the Examiner would 
subsequently conclude that the step of selecting the region of interest corresponds to 
the tophat operation, and, accordingly, argued against this position. 

It is also submitted that the Examiner introduced a new ground of rejection when he 
changed his position regarding what aspects of Hardeberg disclose the method of claim 
5. In the non-final rejection dated January 4, 2007 the Examiner cited Column 7, Lines 
1-31, 52-67; Column 8, Lines 1-4 of Hardeberg as disclosing the method of claim 5. The 
cited passages describe methods to generate, filter and adjust a mask. In the final 
office action dated July 2, 2007 the Examiner cited Column 8, Lines 50-58 of Hardeberg 
as disclosing the method of claim 5. The cited passage describes a process used to 
apply a mask to an original image to correct the artifacts. Clearly a method of 
generating a mask is distinct from applying a mask and thus a response distinguishing 
the present application from one method would not distinguish the present application 
from the other method. 
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It is further submitted that the Examiner introduced a new ground of rejection when he 
changed his objection of claim 11 from an anticipation rejection (35 USC 102(e)) to an 
obviousness rejection (35 USC 103(a)). In the non-final rejection dated January 4, 2007 
the Examiner took the position that claim 11 was anticipated by Hardeberg. In the final 
rejection dated July 2, 2007 the Examiner took the position that claim 1 1 was obvious in 
light of Hardeberg and Benati. 

On this basis is it respectfully requested that the finality of the rejection be withdrawn. 
Respectfully submitted, 




Ian C. McMillan 
Registration No. 43,390 



